
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 • 

Alexandria, Virginia 22313-1450 

www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. | CONFIRMATION NO. [ 



10/084,506 



22850 



02/28/2002 



Takashi Okazoc 



7590 



11/19/2003 



OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



219922US0CONT 



8358 



EXAMINER 



KEYS, ROSALYND ANN 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 11/19/2003 



If 



Please find below and/or attached an Office communication concerning this application or proceeding. 

N 



PTO-90C (Rev. 10/03) 



— : w 

Office Action Summarv 


Application No. 

10/084,506 


Applicant(s) 

OKAZOE ET AL 


Examiner 

Rosalynd Keys 


Art Unit 

1621 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 04 September 2003 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 7-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-10.12-23,25 and 26 is/are rejected. 

7) S Claim(s) 1 1 and 24 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCM13) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 9 . 6) □ Other: 
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DETAILED ACTION 
Status of Claims 

1 . Claims 1 -26 are pending. 

Claims 1-10, 12-23, 25 and 26 are rejected. 
Claims 1 1 and 24 are objected. 

Information Disclosure Statement 

2. The information disclosure statements filed April 7, 2003; June 20, 2003, 
September 4, 2003 and October 1 6, 2003 have been considered. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction of 
the following is required: The specification does not provide support for line 2 of claim 6 
(see specification page 25, line 7, wherein it is stated that a compound IB, not a 
compound la, is produced). 

Claim Objections 

4. Claim 1 1 is objected to because of the following informalities: in line 3 the 
formula for the compound should be changed from CHCI=CCI0(CH2)5OH to 

CHCI=CCIO(CH2)50H. Appropriate correction is required. 

5. Claim 1 7 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
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required to cancel the claim (s), or amend the claim(s) to place the claim(s) in proper 

dependent form, or rewrite the claim(s) in independent form. The limitation that R H2 

and R H3 are not halogeno groups is broader than the limitations given for these 
substituents in claim 1 . 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 

8. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

9. Claims 1-10, 12-23, 25 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moore (US 5,466,877) alone or in view of Bierschenk et al. (US 
5,093,432), for the reasons given in the previous office action. 

Response to Arguments 

Rejection of claims 1-10. 12-23, 25 and 26 under 35 U.S.C. 1031a) as being unpatenfoble 
over Moore IUS 5A66.877) alone or in view of Bierschenk et al. IUS 5.093 A32) 
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The Applicants argue that Bierschenk do not suggest fluorination of a vicinyl- 
dichloro compound and in fact Bierschenik suggests that vicinyl chloro compounds 
differ from other types of chlorinated hydrocarbons. The Examiner disagrees. Although 
Bierschenik do not specifically disclose fluorination of vicinyl chloro compounds, 
Bierschenik broadly teaches that chlorinated hydrocarbons can be fluorinated under 
the mild conditions utilized in their method with retention of essentially all of the chlorine 
atoms in their original positions. The Examiner believes that this teaching would include 
vicinyl chloro compounds. The Examiner believes that the teachings in column 9 of 
Bierschenik do not suggest that vicinyl chloro compounds are different from other 
chlorinated compounds, as suggested by the Applicants. Column 9, simply teaches 
that telomers with a regular structure are more stable than telomers with a random 
structure. The Examiner is not sure how this teaching would show that vicinyl chloro 
compounds would not also retain their chlorine atoms in their original positions when 
undergoing fluorination utilizing the conditions disclosed by Bierschenik. 

With respect to claims 25 and 26, the temperature and concentration ranges of 
Moore overlap with those of the instant claims and where there are differences they 
are obvious without a showing of unexpected results. Generally, differences in 
concentration or temperature will not support the patentability of subject matter 
encompassed by the prior art unless there is evidence indicating such concentration or 
temperature is critical. "Where the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Aller , 220 F.2d 454, 105 USPQ 233, 235 (CCPA 1955). 

The Examiner believes a prima facie case of obviousness has been shown. 
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Allowable Subject Matter 

1 0. Claim 1 1 would be allowable if rewritten or amended to overcome the 
objection, set forth in this Office action. 

1 1 . Claim 24 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

1 2. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a) . 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension 
fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rosalynd Keys whose telephone number is 703-308- 
4633. The examiner can normally be reached on M and F 3:00-8:00 pm and T-R 5:30- 
10:30 am. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 703-308-4532. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9306 
for regular communications and 703-872-9307 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1235. 




Rosalynd Keys 
Primary Examiner 
Art Unit 1621 




R. Keys 

November 16, 2003 



